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Application N . 

09/866,060 



Examih r 




Applicant(s) 

WHITTAKER ET AL. 



^M^P^SAil^M^^n A^7™'^?o ^^^^^^ "-Y "S SET TO EXPIRE 1 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION ~ 

" aS",l,^S^^^^^ lnnoeven.,however..avareplvbe.l.ely,i,ed 

Failure to reply within the set or extended oeriod for renlv will hw QtJt,^oTaT^^ ThT? ■ V * L ^^ONTHS from the mailing date of this communication. 



earned patent term adjustment. See 37 CFR 1 704(b) 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)n This action is non-final. 

cloTeVSi^SSce wiJi; t^n'S- c'" "'^'"^^ P^°««^"*'°" ^ '^e merits is 

Disposmon of Claims ' ^^^^ ■* ^ ■ "^^^ 2^3. 

4) S Claim(s) 7-75 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

Claim(s) is/are objected to. 

8) Ej Ciaim(s) M5 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner. 
10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 DD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
aOAIi b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Coi^es of the certified copies of the priority documents have been received in this National Staae 
^ application from the International Bureau (PCT Rule 1 7 2(a)) '^lationai biage 

See the attached detailed Office action for a list of the certified copies not received. 

14)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

i<.M-i1 r ^'^^^'^^'O" °^ foreign language provisional application has been received 
ib)U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 



1) 
2) 
3) 



Notice of References Cited (PTO-892) 4j 
Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 
Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) U 

U.S. Patent ana Trademark Office ' ~ • — . 

PTO-326 (Rev. 04-01) n«.v« a o 

' Office Acti n Summary 



Interview Summary (PTO-413) Paper No(s). 

Notice of Infomnal Patent Application {PTO-152) 
Other: 



Part of Paper No. 13 



Application/Control Number: 09/866 060 

Art Unit: 1652 ' '^^9®^ 

DETAILED ACTION 

Claims 1-15 are pending. 



Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
Claims 1-12, drawn to a DNA encoding a fusion protein comprising a 
galactose oxidase, vector comprising said DNA and method for producing 
galactose oxidase with said vector, classified in class 435, subclass 190. 
'I- Claims 1 3, drawn to a fusion protein comprising a galactose oxidase, 

classified in class 435, subclass 1 90. 
III. Claims 14-15, drawn to a method for activating galactose oxidase. 

classified in class 435, subclass 25. 
The Inventions are disSnct, each from the other because of the following reasons: 
inventions l-ll are patentably distinct because DNA and polypeptide are different 
connpounds, each with its own chemical structure and function, and they have different 
utilities. The DNA molecule of Inventions I Is no, limited in use to the production of 
polypeptide of invention I and can be used as a hybridization probe, and protein of 
invention I, can be obtained by a materially different method such as by biochemical 
purification. 

inventions II and 111 are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
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Art Unit: 1 652 ' ^^9® ^ 

different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)), In the instant case the polypeptide 
of Invention can be used to produce antibodies against the enzyme. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status In the art as shown by their different classification and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. Because these 
inventions are distinct for the reasons gK,en above and restriction for examination 
purposes as indicated is proper. 



Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the invento,.hip must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of a. leas, one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(1). 

examint7sae~SSiTon7pr:S^^^ communications from the 
supeJIoTpra^^h^rA^;'^^^^^^^^^^ 

Phone numbe. tor th^ org^S ^n r^^is^^ed 
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are 703-872-9306 for regular communications and 703-872-9307 for After Final 
communications. 

nrn.^j!'^ '"^''''X?! ^S®"®""^' "^^"''6 relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



Yong Pak 
Patent Examiner 

August 6, 2002 POW&!ATOA?iJACHU^^iirj:.T.'y 




